AGREEMENT ON CONFIDENTIALITY AND INTELLECTUAL PROPERTY RIGHTS RESULTING FROM THE PHD PROGRAM CARRIED OUT BY [NAME OF THE STUDENT] 
By and between:

Instituto Superior Técnico (IST), having its headquarters at Avenida Rovisco Pais, 1049-001, in Lisbon, Legal Person No. 501 507 930, represented by Rogério Anacleto Cordeiro Colaço, in his capacity as President of IST, with legal and statutory power of representation, as First Contracting Party, hereinafter referred to as ID

and

[COMPANY NAME], having its headquarters at [ADDRESS], Legal Person No. [XXXX], represented by [NAME], bearer of citizen card No. [XXXX], valid until [XX/XX/XXXX], in his/her capacity of [XXXX], with legal power of representation, as Second Contracting Party, hereinafter referred to as COMPANY
and

[STUDENT NAME], bearer of citizen card No. [XXXX], valid until [XX/XX/XXXX], residing at [ADDRESS], as Third Contracting Party, hereinafter referred to as STUDENT
and

[SUPERVISOR-ID NAME], bearer of citizen card No. [XXXX], valid until [XX/XX/XXXX], residing at [ADDRESS], as Fourth Contracting Party, hereinafter referred to as SUPERVISOR-ID

and

[SUPERVISOR-COMPANY NAME], bearer of citizen card No. [XXXX], valid until [XX/XX/XXXX], residing at [ADDRESS], as Fifth Contracting Party, hereinafter referred to as SUPERVISOR-COMPANY
Hereinafter referred to jointly as Parties,

Whereas:

a) The STUDENT shall develop research activities in the scope of the PhD Program entitled [NAME OF THESIS OR FIELD] at the ID in collaboration with the COMPANY;

b) The STUDENT will be co-supervised by SUPERVISOR-ID and by SUPERVISOR-COMPANY;

c) The Parties wish to regulate confidentiality and intellectual property issues, which result from the activities developed in the scope of the STUDENT PhD Program;

d) The IST Intellectual Property Policy, hereinafter referred to as RPIIST, governs the intellectual property management of the ID.

The Parties agree to celebrate this AGREEMENT ON CONFIDENTIALITY AND INTELLECTUAL PROPERTY RIGHTS RESULTING FROM THE PHD PROGRAM CARRIED OUT BY [NAME OF THE STUDENT], which shall be subject to the following clauses:
CLAUSE ONE

(Object)

1.1. The object of this agreement is the regulation, by the Parties, of the issues regarding confidentiality and intellectual property rights resulting from the activities developed in the scope of the STUDENT PhD Program.

1.2. Annex I hereto, which constitutes an integral part of this agreement, contains the work plan of the STUDENT PhD Program and will allow the Parties to identify direct and exclusive outcomes of the activities developed in the scope of the STUDENT PhD Program.

1.3. The aforementioned Annex I may be updated at any time during the term of this agreement, and an addendum shall be drawn up and duly signed by the Parties for this purpose.

CLAUSE TWO
(Prior Knowledge)

Notwithstanding anything to the contrary, all the knowledge that may be protected as an intellectual property right (industrial property right, copyright or trade secret) shall remain the property of the Party that holds it before the beginning of the STUDENT PhD Program.

CLAUSE THREE

(Copyright over the Thesis)

Copyright over the Thesis developed in the scope of the STUDENT PhD Program shall be vested exclusively in the STUDENT.
CLAUSE FOUR
(Intellectual Property rights resulting directly and exclusively from the STUDENT PhD Program)

4.1. Notwithstanding anything to the contrary, the provisions laid down in the RPIIST apply to eventual intellectual property rights, namely industrial property rights, software and trade secrets, resulting directly and exclusively from the activities developed in the scope of the STUDENT PhD Program.

4.2. The ID shall be the sole owner of the intellectual property rights referred to in the previous paragraph.
4.3. The STUDENT or any other person who, for the development of the STUDENT PhD Program, uses the ID’s resources, according to article 2 of the RPIIST, must submit a signed declaration in accordance with article 4 of the RPIIST.
4.4. For its participation in the development of the activities carried out in the scope of the STUDENT PhD Program, the ID hereby grants the COMPANY a right of first refusal to celebrate a non-exclusive license agreement for the exploitation of the rights referred to in paragraph 4.1., under the terms and conditions defined in Annex 2 to this agreement, which constitutes an integral part hereof.
4.5. The aforementioned right of first refusal may be exercised by the COMPANY within six (6) months from the date that the ID communicates in writing the existence of such eventual right referred to in paragraph 4.1.
4.6. The terms and conditions defined in Annex 2 to this agreement are also applicable, mutatis mutandis, to software.

4.7. In case the ID and the COMPANY agree on the assignment (or exclusive licensing or licensing under different terms from those defined in Annex 2) from the former to the latter of the rights referred to in paragraph 4.1., the terms and conditions defined by the Parties in a contract for this purpose shall apply.
4.8. All eventual intellectual property rights which do not result directly or exclusively from the activities developed in the scope of the STUDENT PhD Program, but which can be related to the object of the STUDENT PhD Program, namely activities developed within the ID or within the COMPANY which do not result directly or exclusively from the activities developed in the scope of the STUDENT PhD Program, shall be regulated in accordance with the applicable law, and the RPIIST or the internal regulations of the COMPANY, as the case may be.
CLAUSE FIVE
(Confidentiality and Publication)
5.1. The final written Thesis developed in the scope of the STUDENT PhD Program shall not contain confidential information.

5.2. The final written Thesis developed in the scope of the STUDENT PhD Program shall not contain missing fragments and must consist in a coherent text, all of this aiming at the Thesis fulfilling the following requirements: (1) being an element for the evaluation that shall provide the basis for the attribution of a grade in a program resulting in the granting of a degree; (2) being an adequate public statement of the reasons for the attribution of the aforementioned grade, which makes it necessary to comply with the requirement to deposit a copy of the Thesis at the Portuguese National Library, and to publicly disclose it, as provided for in article 50 of Decree-Law 74/2006.
5.3. The SUPERVISOR-ID or any other person from the ID or the members of the jury shall not be obliged to abide by the confidentiality obligations defined herein referring to the content or the presentation of the Thesis by the STUDENT, but are free to do so.
5.4. Notwithstanding the academic integrity of the activities developed in the scope of the STUDENT PhD Program and the Thesis, whenever the STUDENT, by performing his/her academic duties, needs to make publications (including in relation to the final content of the Thesis) containing information that results directly and exclusively from the STUDENT PhD Program, the he/she shall perform the procedures defined in the following paragraphs.
5.5. The STUDENT must comply with the duties of information, collaboration and confidentiality as foreseen in article 6 of the RPIIST.
5.6. By performing the obligations foreseen in articles 7 and 9 of the RPIIST, the ID commits to consulting the COMPANY in relation to the decision process regarding the eventual protection of the information submitted by the STUDENT to the ID.
5.7. In case the COMPANY does not agree with the ID’s decision in relation to the publication of the results by the STUDENT, as foreseen in paragraph 1 of article 9 of the RPIIST, the COMPANY or the STUDENT shall have, individually or jointly, up to ten (10) working days from the ID’s decision to appeal to the President of the ID against the decision. The President of the ID shall make the final binding unappealable decision regarding the publication of the results submitted by the STUDENT to the ID.

5.8. The SUPERVISOR-COMPANY represents the COMPANY for the purposes of deciding on the issues foreseen in this clause.
5.9. Notwithstanding anything to the contrary, neither the COMPANY nor the ID can require any of the Parties to treat as confidential any information that does not result directly and exclusively from the activities developed in the scope of the STUDENT PhD Program.
CLAUSE SIX
(Duration and Miscellaneous)

6.1. The present agreement revokes and supersedes any prior agreement regarding the same subject matter and can only be altered by mutual written agreement between the ID, the COMPANY and the STUDENT.
6.2. The present agreement enters into force on the date of the last signature of all Parties.
6.3. The present agreement can only be terminated by mutual written agreement between the ID, the COMPANY and the STUDENT.
6.4. The present agreement, and the rights and obligations arising from it, cannot be assigned, delegated or subcontracted and any assignment, delegation or subcontracting, without the prior consent of the other Parties, shall be considered null or void.
6.5. Should any provision of this agreement become invalid, illegal or unenforceable, it shall not affect the validity of the remaining provisions.

6.6. The present agreement automatically terminates, the provisions defined in clauses four and five remaining valid for the time period mentioned therein, in the following cases:
6.6.1. When the PhD degree is granted by the ID to the STUDENT;
6.6.2. If the STUDENT withdraws from the PhD PROGRAM. 

CLAUSE SEVEN

(Settlement of disputes)

7.1. The Parties shall endeavor to settle amicably any dispute, controversy or claim arising under, out of or relating to this agreement including, without limitation, its interpretation, performance, execution, or any other matter relating to this agreement.

7.2. All disputes arising out of or in connection with the interpretation, performance or execution of this agreement, which cannot be solved amicably, shall be finally settled by the Courts of Lisbon, with express waiver of any other venue.
Done in Lisbon, in five (5) original counterparts, one for each Party, on [DATE]. 

	_________________________________________________

INSTITUTO SUPERIOR TÉCNICO
(Prof. Rogério Colaço)

	_________________________________________________

 COMPANY
([NAME OF COMPANY REPRESENTATIVE])



	_________________________________________________

THE STUDENT
([NAME OF THE STUDENT])

	_________________________________________________

THE SUPERVISOR-ID

([NAME OF THE SUPERVISOR-ID])

	_________________________________________________

THE SUPERVISOR-COMPANY
([NAME OF THE SUPERVISOR-COMPANY])


ANNEX I – work plan of the PhD Program CARRIED OUT BY [NAME OF THE STUDENT] 

ANNEX II – TERMS AND CONDITIONS APPLICABLE TO NON-EXCLUSIVE LICENSES FOR THE EXPLOITATION OF EVENTUAL INTELLECTUAL PROPERTY RIGHTS RESULTING DIRECTLY AND EXCLUSIVELY FROM THE ACTIVITIES DEVELOPED IN THE SCOPE OF THE PHD PROGRAM CARRIED OUT BY [NAME OF THE STUDENT].   
CLAUSE ONE
(Object)

By the present agreement the Parties establish the scope and conditions for the granting by the ID to the COMPANY of a license to exploit the invention protected as REFERENCE TO THE IP RIGHT.
CLAUSE TWO
(License General Conditions)

2.1. The ID, as licensor, grants to the COMPANY, as licensee, a license to exploit the invention, including the manufacture, use, sale, rental, import and export of the artefacts or products which are the object of the REFERENCE TO THE IP RIGHT and the use or application of the methods and processes claimed in the same REFERENCE TO THE IP RIGHT, subject to the fulfilment of the conditions and obligations defined below: 
2.2. The ID, as licensor, grants to the COMPANY, as licensee, a LICENSE TO EXPLOIT, under the following general conditions:

2.2.1. Territory – The present license covers the REFERENCE TO THE IP RIGHT, all related subsequent international applications and all related subsequent national phases which are validated. All the conditions defined for the REFERENCE TO THE IP RIGHT apply, mutatis mutandis, to the related subsequent international applications and the related subsequent national phases;
2.2.2. Non-exclusive – The license is non-exclusive;
2.2.3. Term – The present agreement enters into force on the date of the last signature by the Parties and remains valid until the REFERENCE TO THE IP RIGHT or the last of its territorial extensions expires;

2.2.4. Royalty-based – The COMPANY shall pay pecuniary benefits as the compensation for the exploitation of the REFERENCE TO THE IP RIGHT, in accordance with Clause Four of this agreement;
2.2.5. Sublicensing allowed – The COMPANY is allowed to sublicense the REFERENCE TO THE IP RIGHT to third parties, as a mean of indirect exploitation, subject to the provisions defined in Clause Four;
2.2.6. Obligation to exploit – The COMPANY commits to effectively exploiting the REFERENCE TO THE IP RIGHT, under penalty of, by not performing its obligation under this provision, the ID being entitled to terminate unilaterally the present agreement as foreseen in Clause Six.
2.3. The present license does not include any other patent right or any other industrial or intellectual property right which the licensor owns in addition to the rights referred to in 2.1. and 2.2.
2.4. Nothing in this agreement shall be construed as conferring rights to use in advertising, publicity or otherwise the name of the ID or any of its logos or trademarks, except when expressly authorized by the ID.
CLAUSE THREE
(Maintenance of the IP rights, registrations and territorial extensions)

3.1. The ID commits to maintaining the REFERENCE TO THE IP RIGHT valid, in the same conditions as it is on the date of submission in the national, European and international territories.

3.2. The decision regarding the territorial extensions of the REFERENCE TO THE IP RIGHT shall be made by the ID, which shall be solely responsible for all costs related to state of the art search, formalization and submission of the applications and their subsequent maintenance, namely, the payment of renewal fees and all costs related to the defense of such rights under evaluation or already granted.

3.3. In case it is recommended to alter the text of the REFERENCE TO THE IP RIGHT during the evaluation process carried out by the IP Offices, for strategic reasons or to avoid conflicts, the ID shall inform the COMPANY of these modifications.
CLAUSE FOUR

(Financial Compensation)

4.1. The COMPANY shall remunerate the ID, licensor, as direct and necessary compensation for the use of the REFERENCE TO THE IP RIGHT and its international extensions, through an up-front fee for the celebration of the present agreement, in addition to periodic royalties indexed to the revenues received for the exploitation of the REFERENCE TO THE IP RIGHT, all in accordance with the following paragraphs.
4.2. For the celebration of the present licensing agreement, the COMPANY shall pay to the ID the amount of 5.000,00 € (five thousand Euros), exclusive of VAT, on the date of entry into force of this agreement. This amount is not refundable in case of expiry or refusal of the REFERENCE TO THE IP RIGHT or any of its international extensions.    
4.3. The COMPANY shall pay to the ID, in addition to the amount referred to in 4.2., royalties indexed to the effective direct exploitation of the REFERENCE TO THE IP RIGHT and its international extensions, in accordance with the following criterion: 1% (one percent) of the Net Sales. 
4.4. “Net Sales” shall mean the total invoiced price for the sales or rental of the products resulting from the REFERENCE TO THE IP RIGHT or any of its international extensions (e.g. products that are covered in total or in part by one or more claims of the REFERENCE TO THE IP RIGHT, in accordance with the provisions defined in 2.1.) less:
· VAT or other equivalent taxes;
· discounts, refunds and special promotions;

· import and export taxes.
4.5. In case the COMPANY decides in favor of the indirect exploitation of the REFERENCE TO THE IP RIGHT, it shall pay to the ID 20% (twenty percent) of the royalties or any other type of compensation received. The sub-licensing of the REFERENCE TO THE IP RIGHT to third parties shall always be royalty-based.  
4.6. For the purposes described in the previous paragraph, “royalties or any other type of compensation” means all amounts paid by third parties to the COMPANY as compensation for the exploitation, in the national territory or in any other part of the world, of the REFERENCE TO THE IP RIGHT, whichever the legal form adopted for the permission of such use.  

4.7. The aforementioned Net Sales or royalties shall be calculated every semester by the COMPANY (from January to June and from July to December of every fiscal year) and reported to the ID within the non-extendable period of sixty (60) days from the end of every semester.
4.8. If, until the last day of the year [FILL IN – FIVE YEARS FROM THE DATE OF CELEBRATION OF THE agreement - 201- (two thousand and --)] the ID has not received royalties, in accordance with paragraphs 4.3. or 4.5., the COMPANY shall pay to the ID 5.000,00 € (five thousand Euros),  updated to inflation and exclusive of VAT. If the same situation occurs in each fiscal year following [FILL IN – FIVE YEARS FROM THE DATE OF CELEBRATION OF THE agreement - 201- (two thousand and --)], the COMPANY shall pay to the ID the same amount per year. This obligation terminates when the ID receives royalties.
4.9. The amounts due shall be paid by the COMPANY to the ID within the non-extendable period of ninety (90) days from the end of every semester. 
4.10. The Parties recognize that the amounts defined in the present clause reflect the just compensation for the mobilization and transfer of the knowledge and exclusive pre-existing rights of the ID and the related applied research work developed in this concrete case.
4.11. The COMPANY recognizes and expressly accepts the possibility of the ID performing periodic audits to the COMPANY’s accounts, at its own expense, provided that the COMPANY is previously informed within at least thirty (30) days from the date of the audit. 

CLAUSE FIVE
(Force Majeure)

5.1. No Party shall be considered to be in breach of this agreement if it is prevented from timely fulfilling its obligations under the agreement by Force Majeure, namely strikes or other collective work conflicts.
5.2. The Party invoking Force Majeure shall inform the other Party and justify the grounds for such invocation and, in addition, inform the other Party of the foreseen deadline for the reestablishment of the regular performance of the agreement.
CLAUSE SIX

 (Termination) 

6.1. The present agreement can be terminated, by mutual consent of the Parties, at any time.
6.2. The breach of the obligations emerging from this agreement by one of the Parties allows the other Party to, in accordance with the applicable law, terminate it unilaterally, notwithstanding the corresponding legal indemnifications.  
6.3. For the purposes described in the previous paragraph, definitive breach occurs when the delay in the performance of the obligations defined herein is longer than ninety (90) working days. 
6.4. In case the COMPANY considers that the REFERENCE TO THE IP RIGHT does not serve its commercial interests, thus not meeting the COMPANY’s expectations with respect to its implementation, the COMPANY shall have the right to terminate the agreement unilaterally at any time, provided that it notifies the ID within at least sixty (60) days from the date of termination, and that it compensates the ID within at least ninety (90) days from the date of the notification, through the payment of 5.000,00 € (five thousand Euros), updated to inflation and exclusive of VAT. The Parties hereby recognize and agree that the termination, by the COMPANY, foreseen herein shall not have retroactive effect, namely with respect to the payments already made by the COMPANY to the ID.    
CLAUSE SEVEN
(Assignment)

The COMPANY shall not assign its contractual position without the prior written consent of the ID.

CLAUSE EIGHT
(Notifications)

Any notice to be given under this agreement shall be in writing, by post or e-mail, unless another communication means is defined, to the addresses or e-mails agreed between the Parties.

CLAUSE NINE
(Settlement of disputes with third parties)

9.1. The COMPANY is solely responsible for the REFERENCE TO THE IP RIGHT with respect to the commercial exploitation made by the COMPANY, whether direct or indirect (sub-licensing), authorized through the present agreement, before final consumers, at any title, and before third parties. The COMPANY shall therefore indemnify and hold harmless the ID for all eventual expenses incurred by the ID with respect to lawsuits, complaints or actions brought against the ID based on the use or direct or indirect exploitation of the REFERENCE TO THE IP RIGHT made by the COMPANY. 
9.2. The Parties commit to cooperating in the defense of the REFERENCE TO THE IP RIGHT against any action of a third party, namely the infringement of such right or in any lawsuit based on it.    
CLAUSE TEN
(Applicable law and settlement of disputes)

10.1. This agreement shall be construed in accordance with and governed by the laws of Portugal.

10.2. All disputes arising out of or in connection with the interpretation, validity or execution of this agreement, which cannot be solved amicably, may be submitted to arbitration by any of the Parties, with express waiver of any other court.

10.3. The arbitral court shall be constituted and shall function in accordance with the provisions laid down in the Portuguese Law of Voluntary Arbitration (Law number 63/2011, of 14 December) and shall be composed of three arbitrators, each Party naming one arbitrator and the third one being named in cooptation by both. In the absence of agreement on the designation of the third arbitrator, his/her designation shall be made by the Judge President of the Lisbon Court of Appeal, upon the Parties’ request.
10.4. The place of arbitration shall be Lisbon and the language to be used in the arbitration shall be English unless otherwise agreed upon by the Parties in the arbitration process. 

10.5. All disputes arising out of or in connection with this agreement relating to industrial property issues shall be finally settled by the Arbitration Center ARBITRARE, with express waiver of any other court, the Regulations of the aforementioned Arbitration Center applying in these cases.  
10.6. The arbitral court and/or the arbitration center shall assess the facts and judge in accordance with the Portuguese Law.
CLAUSE ELEVEN
(Miscellaneous)

11.1. The Parties recognize and accept all the provisions in this agreement, which revokes and supersedes all negotiations and previously established communications between the Parties, in relation to the same subject matter.  

11.2. Any amendments to this agreement shall only be valid if made in writing and signed by both Parties.
11.3. Should any provision of this agreement become invalid or unenforceable, both Parties commit to making all reasonable efforts to agree on its replacement by a valid and practicable provision which fulfils the purpose of the original provision.

11.4. The ID and the COMPANY accept the possibility of developing, in the future, other R&D projects based on the REFERENCE TO THE IP RIGHT. 
11.5. All new R&D projects involving the Parties shall imperatively be the object of autonomous contractual stipulation, which shall not be conditioned by the options made by the Parties in the present agreement.   
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